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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's final rejection of clains 1-3. An anendnent
after final adding a new claim4 was entered by the exam ner.

The exam ner has indicated that claim4 is allowable. Therefore,
this appeal is limted to rejected clains 1-3.

The clained invention pertains to structure for adjusting
the magnification ratio in an i nage form ng apparatus. Mbore
specifically, the magnification ratio of an inmage form ng
apparatus is changed by a first predeterm ned anount when a key
is depressed for less than a first period of tine, and the ratio
is changed by a second predeterm ned anount when the key is
depressed for longer than the first period of tinme. This
arrangenent allows for the rapid changing of the magnification
rati o when the operator keeps the noted key depressed.

Representative claim1l is reproduced as foll ows:

1. An image form ng apparatus conprising:

an optical nmeans for optically scanning a docunent
and transmtting |light beans from said docunent so as to form an
optical image of said docunent;

magni fication ratio setting nmeans for setting a
magni fication ratio in size of said optical inmge with respect to
sai d docunent; and

control nmeans for controlling said optical neans in
such a manner that said optical inmage with said magnification

ratio set by said magnification ratio setting neans is projected
on a photosensitive neans;
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wherein said magnification ratio setting neans
conprises a first magnification ratio setting means which
i ncludes at |east one magnification ratio setting key for setting
a specified magnification ratio, and a second nagnification ratio
setting neans which includes a magnification ratio increasing key
and a magni fication rati o decreasing key;

when said magnification ratio increasing key or said
magni fication rati o decreasing key is operated continuously
within a first period of time, said magnification ratio is
i ncreased or decreased by a first predeterm ned val ue of the
magni fi cation ratio, and when said magnification ratio increasing
or decreasing key is operated continuously over said first period
of time, said magnification ratio is increased or decreased by a
second predeterm ned value of magnification ratio each unit tine
exceeding said first period of time, said second predeterm ned
val ue of magnification ratio being larger than said first
predet erm ned val ue of magnification ratio; and

said control neans controls said optical neans in
such a manner that an optical inmage having a magnification ratio
set by using said first magnification ratio setting neans, by
usi ng said second magnification ratio setting neans or by using
said first and second nmagnification ratio setting neans, is
proj ected on said photosensitive nedi um

The exam ner relies on the follow ng references:

Shi bazaki et al. (Shibazaki) 4,543, 643 Sep. 24, 1985
(filed May 27, 1983)
Sugiura et al. (Sugiura) 4,646, 330 Feb. 24, 1987

(filed Dec. 03, 1981)

Mout hon et al. (Mbuthon) 2,070, 816 Sep. 09, 1981
(UK Pat ent Application)

Clainms 1-3 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Shibazaki in view of

Sugi ura and Mout hon.
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Rat her than repeat the argunents of appellants or the
exam ner, we nmeke reference to the briefs and the answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the evi dence
of obviousness relied upon by the exam ner as support for the
rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants'
argunents set forth in the briefs along with the examner's
rationale in support of the rejection and argunents in rebuttal
set forth in the exam ner's answer.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art woul d have suggested to one of
ordinary skill in the art the obviousness of the invention as set
forth in claims 1-3. Accordingly, we affirm

Appel | ants have indicated that for purposes of this
appeal the clainms will all stand or fall together as a single
group [brief, page 4]. Consistent with this indication
appel | ants have nade no separate argunents with respect to any of

the clains on appeal. Accordingly, all the clainms before us wll
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stand or fall together. Note In re King, 801 F.2d 1324, 1325,
231 USPQ 136, 137 (Fed. Cr. 1986); In re Sernaker, 702 F.2d 989,

991, 217 USPQ 1, 3 (Fed. Cr. 1983). Accordingly, we wll only
consider the rejection against claim1l as representative of al
the clains on appeal.

As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8§ 103, an exam ner is under a burden to

make out a prina facie case of obvi ousness. If that burden is

met, the burden of going forward then shifts to the applicant to

overconme the prima facie case with argunent and/or evidence.

Obvi ousness is then determ ned on the basis of the evidence as a
whol e and the rel ative persuasiveness of the argunments. See In

re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. GCr

1992); In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.

Cr. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,

788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 (CCPA 1976).

The exam ner has poi nted out the teachings of Shibazaki,
has pointed out the perceived differences between Shibazaki and
the clained invention, and has reasonably indicated how and why
Shi bazaki woul d have been nodified and/ or conmbined with the

t eachi ngs of Sugiura and Mouthon to arrive at the clained
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i nvention. The exam ner has, therefore, at |east satisfied the

burden of presenting a prinma facie case of obviousness. The
burden is, therefore, upon appellants to conme forward with
evi dence or argunents which persuasively rebut the exam ner's

prima facie case of obviousness. Appellants have submtted

decl aration evidence in support of their position and have al so
presented several argunents in response to the exam ner’s
rejection. Therefore, we consider obviousness based upon the
totality of the evidence and the relative persuasiveness of the
argunents.

At the outset, we briefly review the salient teachings of
the applied prior art. Shibazaki is particularly pertinent to
appel lants’ invention in that both devices are directed to
changing the magnification ratio of an inage form ng apparat us.
Shi bazaki provides an increasing key and a decreasi ng key which
operate to change the nmagnification ratio when they are
depressed. The exam ner and appell ants di sagree as to whet her or
not the rate at which the magnification ratio in Shibazak
changes as a result of this key depression. Sugiura teaches an
i mage form ng apparatus by the sane assi gnee as Shibazaki in
whi ch the nunber of copies to be made can be changed nore rapidly

by the continuous depression of an increasing key. Sugiura
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i npl enments this function by decreasing the tinme period in which a
predeterm ned val ue is changed as the key is held depressed.
Finally, Muthon relates to the setting and correcting of data on
the display of a tinepiece which permts a rapid change of data
when a particul ar key is depressed. Muthon inplenents this
function by changing the anmount added to the displayed val ue
during each predetermned tinme interval of key depression. As
not ed above, the exam ner has expl ai ned why, in her view, the
teachi ngs of these references woul d have been conbi ned by the
artisan to arrive at the invention of claiml.

Appel lants’ first argunent is that neither the disclosure
of Shi bazaki nor the declaration evidence submtted by appellants
supports conbi ning the teachings of Shibazaki wi th Sugiura
[brief, page 5]. Wth respect to the first point, appellants
take the position that Shibazaki teaches increnmenting or
decrenenting the counter at a fixed rate only. Thus, they assert
that there is no basis in Shibazaki for changing the rate of
incrementation or decrenentati on based on the tine in which a key
is held depressed.

The difference in positions between the exam ner and
appel l ants revol ves around an interpretation of the follow ng

sent ence i n Shi bazaki
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The UP key 111 and the DOMWN key 112 may

be kept “on” while increasing the speed

of change of values in conpliance with

the tinme for operating the keys [colum

11, lines 14-16].
The exam ner is of the view that this sentence suggests that the
rate of change of the magnification counter may be increased
during key depression while appellants assert that this sentence
i s anbi guous and may sinply nean that the increnent/decrenent
keys may either be repetitively depressed or held depressed to
acconplish the exact sane result of a fixed rate of change.

In considering the issue of obviousness under 35 U S.C

8 103, the question is what the guoted sentence from Shi bazak
woul d have suggested to the artisan. Appellants do not dispute
that the sentence may be interpreted in the nmanner proposed by
the exam ner, but rather, argue that such interpretation is not
clear fromthe anbi guous | anguage used in the Shibazak
di sclosure. In our view, the examner’s interpretation of the
sentence is correct when the |anguage is sinply evaluated in its
literal sense. |If the rate of change of increnentation or
decrenentation were fixed in Shibazaki as argued by appel |l ants,
then the “speed of change of values” would al ways be the sane.

That is, a fixed rate neans a constant speed of change of val ues.

Yet, the disputed sentence in Shibazaki clearly states that the
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speed of change of values is increased while the key is kept on.
An increase in the speed of change of the values can only suggest
to the artisan that the rate at which the values are changing is
not fixed. W agree with the exam ner that an objective analysis
of the disputed sentence in Shibazaki woul d have suggested to the
artisan that the counter value could be changed at an increasing
rate as the key is held depressed.

Appel  ants argue that this single sentence of Shibazak
shoul d not be used in place of the rest of the Shibazak
di scl osure which teaches a fixed rate of change. Appellants’
position is tantanmount to arguing that only the preferred
enbodi mrent of a reference may be used in formulating a rejection
under 35 U.S.C. 8§ 103. Wiile the preferred enbodi nent flowharts
of Shi bazaki show a fixed value of change in the magnitude ratio
counter with each key depression, such description of the
preferred enbodi nent is not inconsistent with a suggestion that
alternative enbodi nents are possible. The entire disclosure of a
reference nust be considered, even those enbodi nents which may
not be preferred.

Now t hat we have determ ned that the exam ner’s
interpretation of the disputed sentence in Shibazaki is correct

and woul d have been recogni zed as such by the artisan, the
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exam ner’ s subsequent anal ysis nust be considered. The exam ner
noted that if Shibazaki taught increasing the rate at which
counter val ues are changed, then such increase in rate was
probably carried out in the same manner as taught in Sugiura,
whi ch was assigned to the sanme assi gnee as Shi bazaki and al so
related to an i mage form ng apparatus. Sugiura increases the
rate of change by continually shortening the predeterm ned tinme
period rather than by increasing the amount added during each
predeterm ned tine period. WMuthon was cited by the examner to
show the conventionality of rapidly changing a displayed val ue
using this latter technique rather than the techni que of Sugi ura.
Appel I ants argue that Sugiura only teaches changing the
rate at which the nunber of copies to be nmade is increased and
does not suggest applying the sane technique to changing the
magni fication ratio. This position of appellants attributes no
skill to the artisan whatsoever. W cannot accept the
proposition that the artisan seeking to change the magnification
ratio nore rapidly as suggested by the di sputed sentence in
Shi bazaki would not [ ook to the manner in which other values in
t he display counter of an inmage form ng apparatus are changed.
The artisan would not limt his consideration only to other

magni fication ratio counters as argued by appellants. The rapid

10
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i ncrease of a display counter is the sane regardl ess of what the
counter is keeping track of.

Wth respect to the declaration evidence submtted by
Mat sunot o and Tashiro, appellants argue that both of these
experienced engi neers agree that the flowharts of Shibazaki do
not di sclose increasing the speed of change of the magnification
rati o, and that such interpretation would be inconsistent with
the rest of the Shibazaki disclosure [brief, page 8]. The
statenents of Matsunoto and Tashiro say nothing nore than that
the alternative enbodi nent suggested by Shi bazaki is not the sane
as the preferred enbodi nent disclosed by Shi bazaki. These
statenments are correct but irrelevant. As we noted above, the
artisan is not limted to only those teachings which nake up the
preferred enbodi nent of a disclosure.

Mat sunot o and Tashiro al so decl are that the Shibazak
di scl osure does not unanbi guously teach the idea of automatically
adjusting the rate of magnification ratio change during operation
[ Mat sunoto Decl., T 11 and 12; Tashiro Decl., {1 10 and 11].
Al t hough we cannot say that the anbiguity found by declarants in
t he Shi bazaki disclosure does not exist, we can say that the
artisan woul d have considered the exam ner’'s interpretation even

if other interpretations were possible. Even though appellants

11
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view the examner’'s interpretation as the least |ikely scenario,
we are of the viewthat the examner’s interpretation is the
correct one when the | anguage of Shibazaki is objectively and
literally considered. Therefore, the evidence in the formof the
Mat sunot o and Tashiro declarations fails to provide facts which
denonstrate that the examner’'s rejection is in error.

Appel  ants argue that Mouthon is not reasonably pertinent
to the problemfacing the inventor. However, appellants define
the problemso narrowy that only an anticipatory reference would
be related to the problemas they pose it. The problemis not
how to rapidly increase the displayed value of magnification
ratio, but rather, how to rapidly change any di splayed value in
order to save tine. Thus, the artisan would not be constrai ned
to consider only those teachings which explicitly consider
magni fication ratios. The relevant art is the art of rapidly
changi ng di splay val ues, and Mouthon is directly related to this
problem Therefore, we do not accept appellants’ argunent that
the artisan woul d not have | ooked to Mouthon to sol ve the problem
faced by appell ants.

In summary, we have considered all the argunents and the
evidence in this case, and we conclude that the examner’s

position that the applied references woul d have suggested the

12



Appeal No. 97-4019
Reexam nati on 90/ 004, 065

obvi ousness of the clained invention is nore persuasive than
appel l ants’ rebuttal argunents. Therefore, we sustain the
rejection of clains 1-3 as proposed by the exam ner.
Accordingly, the decision of the examner rejecting clains 1-3 is
af firmed.

Further proceedings in this case nay be taken in
accordance with 35 U . S.C. 88 141 to 145 and 306, and 37 CFR
88 1.301 to 1.304. Note also 37 CFR 8§ 1.197(b). [If the patent
owner fails to continue prosecution, the reexam nation proceeding
will be termnated, and a certificate under 35 U . S.C. § 307 and
37 CFR 8 1.570 wll be issued cancelling the patent clains, the

rejection of which have been affirned.

13
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No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

AFFI RMVED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

LEE E. BARRETT
Adm ni strative Patent Judge
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